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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for .all 
obviousness rejections set forth in this Office action: 

:| a l A .patent may not be .obtained, though the. invention Js not, identically disclosed- or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole Would have been obvious at the time the 

S? nt !°u ^ aS u m ^ de t0 a person havins ordinar y ski " in the art to which said subject matter pertains 
; Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 21 and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Ono et al. (6,103,551), Cobbley et al. (6,329,832) 
and further, in view of Izumi et al. (6,262,408). 

Ono et al. disclose a connecting step of flip-chip mounting a semiconductor 
device (6) onto a substrate (9); a bonding step of bonding a region of said 
semiconductor device to a region of said substrate by means of an adhesive, each of 
said regions not being involved in electrical connection; and sealing said semiconductor 
device and said substrate by means of a sealing resin (2) (Col. 6, lines 1-25); wherein 
said connecting step includes electrically connecting an electrode pad (3) of the 
semiconductor device to a terminal electrode (8) of the substrate using an electrically 
conductive.adhesive. 

Oho et al. do not disclose a testing step of performing a test of electrical 
properties oh said semiconductor device and said substrate that are connected to each 
other; and separating said semiconductor device from said substrate after heating a 
bonding place of said adhesive up to a temperature higher than a glass transition point 
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or a melting point of said adhesive if it is determined that said electrical properties are 
poor in said testing step, and sealing said semiconductor device and said substrate by 
means of a resin if it is determined that said electrical properties are good in said testing 
step. 

.„,_ ..„ Cobbley et al. disclose a testihg step of performing a test of electrical properties 
on said semiconductor device and said substrate that are connected to each other (Col. 
3, lines 1-3); and separating said semiconductor device from said substrate (Col. 3, 
lines 10-20) if it is determined that said electrical properties are poor in said testing step 
(COl. 6, lines 54-58), and sealing said semiconductor device and said substrate by 
means of a resin if it is determined that said electrical properties are.good in said testing 
step (Col. 3, lines 32-34 and Col. 5, lines 34-48); wherein said bonding step includes 
curing said adhesive (Col. 2, lines 50-55). 

It would have been within the scope of one of ordinary skill in the art to combine 
the teachings of Ono et al. and Cobbley et al. to enable the formation of the 
semiconductor unit of Ono et al. to be performed according to the teachings of Cobbley 
et al. because one of ordinary skill in the art would have been motivated to look to. 
alternative suitable methods of performing the disclosed formation of the semiconductor 
unit of Oho et al. and art recognized suitability for an intended purpose has been 
recognized to be motivation to combine. MPEP 2144.07. 

Cobbley et al. do not specifically disclose that the separation step is done after 
heating a bonding place of said adhesive up to a temperature higher than a glass 
transition point or a melting point of said adhesive. 
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Izumi discloses heating the adhesive (7) to soften the adhesive and making a 
separation step when deficiency is found in either one of the two substrates (Col. 9, 
lines 35-42); wherein the electrically conductive adhesive comprises a thermoplastic; 
wherein said adhesive comprises a thermosetting resin (Col. 9, lines 19-22); and 
wherein said adhesive is cured at a temperature lower than said glass transition point of 
said adhesive in said bonding step. 

It would have been within the scope of one of ordinary skill in the art to combine 
the teachings of Ono et al., Cobbley et al. and Izumi et al. td enable formation of the 
separation step. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Ono et al., Cobbley et al. and Izumi et al. as applied to claims 1-4, 21 , 22 
and 24 above, and further in view of Kdhara et al. (4,654,966). 

the combination of Ono et al., Cobbley et al. and Izumi et al. does not disclose 
wherein said adhesive used in said bonding step comprises a low melting point metal. 

Kdhara et al. disclose that a low melting point metal is a suitable material for 
adhesive material (11); bonding flip-chips (6) mounted on the module base board (?) 
and metallic plates (12) (Col. 6, lines 24-30). 

It would have been within the scope of one of ordinary skill in the art to combine 
the teachings of Ono et al., Cobbley et al., Izumi et al. and Kohara et al. to enable 
formation of the adhesive layer. 
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it Would have been within the scope of one of ordinary skill in the art to combine 
the teachings of Oho et al., Cobbley et al., Izumi et al. and Kohara to enable 
the formation of the adhesive layer of the combination to be performed according to the 
teachings of Kohara et al. because one of ordinary skill in the art would have been 
motivated to look to alternative.suitable methods of performing the disclosed formation 
of the adhesive layer of the Combination and art recognized suitability for an intended 
purpose has been recognized to be motivation to combine. M PEP 2144.07. 

Allowable Subject Matter 

Claims 6, 22 and 25 are objected to as being depehdeht upon a rejected base 
ciaim; but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claims 7-14 and 23 are allowed. 



Response to Arguments 

In response to applicant's argument that Izumi is nonanalogous art, it has been 
held that a prior art reference must either be in the field of applicant's endeavor or, if 
hot, then be reasonably pertinent to the particular problem with Which the applicant was 
concerned, in order to be relied upon as a basis for rejection of the claimed invention. 
See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, 
Izumi teaches heating to soften the adhesive and making a separation step when 
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deficiency is found in either one of the two substrates, therefore Izumi is concerned 
about one of the particular problems of the present invention. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
ar l based on combinations, of references. . See In ^Keller, 642 F.2d413, 208 
USPQ871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). Applicant argues thafCobbley does not disclose that the heating does not form 
part of . the testing/reworking process of Cobbley: However, Cobbley was not relied 
upon for that purpose. Cobbley was relied on the teaching of testing/reworking, not 
. heating. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level bf ordinary skill at the time the claimed invention was made, and does 
hot include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
.1971). Applicant argues that the adhesive paste 3 of Izumi corresponds to the 
encapsulating resin of Cobbley (and resin 2 of Ono), rather than the presealing 
connection Of the point contacts defined by the epoxy dots 26 in Cobbley. However, the 
rejection is under USC 1 03, the primary reference Ono et al. was relied on a connecting 
step of flip-chip mounting a semiconductor device (6) onto a substrate (9); a bonding 
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step of bonding a region of said semiconductor device to a region of said substrate by 
means of ah adhesive; and sealing said semiconductor device and said substrate by 
means of a sealing resin (2) (Col. 6, lines 1-25); wherein said connecting step includes 
electrically connecting an electrode pad (3) of the semiconductor device to a terminal 
electrode (8) of the substrate using an electrically conductive adhesive. Then,- the 
rejection modifies Oho et al. by the separating/sealing step disclosed in Cobbley et al. 
and explained above. Furthermore, the combination of Ono et al. and Cobbley et al. is 
modified with adhesive heating step of Izumi that is used for separation when deficiency 
is found in either one of the two substrates showed in Izumi. 

With respect to the arguments of claims 22 and 23, claim 23 was already allowed 
in the Office Action mailed. 12/24/03. Claim 22 is objected to as being dependent upon 
a rejected claim, but would be allowable if rewritten in independent form including all of 
the limitations of the base claim and any intervening claims. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
... examiner should be directed to Michelle Estrada whose telephone number is 571 -272- 
1858. the examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Olik Chaudhuri can be reached on 571-272-1855. the fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 571-272- 



2800. 
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Primary Examiner 
Art Unit 2823 
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